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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 136(a) In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely Tiled, may reduce any 
earned patent term adjustment See 37 CFR 1 704(b) 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-16 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a) 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) [>3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)KI All b)Q Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) [3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) [Zl Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other 
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1. The following is a quotation of the first paragraph of" 35 L'.S.C. 1 12: 

The specification shall contain a -w ritten description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled m the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of earning out his invention. 

2. Claims 1-16 are rejected under 35 L'.S.C. 112, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled m 
the relevant art that the mventor(s), at the time the application was filed, had possession of the 
claimed invention. It is not clear what applicants' description of the invention is, or that an ordinary 
artisan would be able to practice the invention. In the first three claims, distinction is made between 
laughing g-as and nitrogen monoxide. However, from Hawley, these are alternative names for the 
same thing. It cannot be determined whether this is some kind of strange distinction involving the 
same thing from a different source, or if different oxidizer compounds were intended. No chemical 
formulae are apparent. See /;/ n Maybeu; 527 F.2d 1229, 188 L'SPQ 356 (CCPA 1976), where 
adequate disclosure is required to teach one of ordinary skill in the art how to reasonably practice 
the invention. The specification is objected to for the same reason. 

3. The following is a quotation of the second paragraph of 35 L'.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

4. Claims 1-16 are rejected under 35 L.S.C. 112, second paragraph, as indefinite tor failing to 
particularly point out and distinctly claim the subject matter that applicant regards as the invention. 

See paragraph 2 above. Since the nitrogen oxides recited by different names are the same 
thing, it is indefinite what applicant intends. Indeed, it would appear that claims 1-3 are improper 
duplicates, or what the difference is cannot be determined, f urther, the scope terms throughout are 
inconsistent. Clearly, in claims 1-3. "consisting of is the recited scope, but in later claims, additional 
things are added. The question ot claim scope, "comprising" vs. "consisting essentially of vs. 
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-consisting of is discussed in In re Janakjrama-Rao, 137 L'SPQ 893 (CCPA 1963), and Ex parte 
Dans, 80 L'SPQ 448 (PO BA 1948) cited therein, on this fundamental, long settled question. See 
also MPUP 21 1 1.03. On this fundamental issue, the scope of the claims cannot be determined. 

In various of the claims, applicants recite a broad range or limitation together with a narrow 
range or limitation that falls within the broad range or limitation (in the same claim), which is 
considered indefinite, since the resulting claim does not clearly set torth the metes and bounds ot 
the patent protection desired. Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where 
broad language is followed by "such as" and then narrow language. The Board stated that this can 
render a claim indefinite by raising a question or doubt as to whether the feature introduced by such 
language is (a) merely exemplar)' of the remainder of the claim, and therefore not required, or (b) a 
required feature of the claims. Note also, for example, the decisions of Ex parte Steizewald, 131 
L'SPQ 74 (Bd. App. 1961); Ex parte Halt, 83 LSPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 
L'SPQ 481 (Bd. App. 1949). In the present instance, claim 4 recites the broad recitation "inert 
gases," and the claim also recites "preferably" certain specified gases, which is the narrower 
statement of the range/limitation. Many claims thereafter have the same problem or reciting a first 
limitation, and then using "preterablv", or "tor example" or "e.g." with a narrower limitation. All 
such claims are improper and indefinite. 

The claims are generally narrative and indefinite, tailing to conform with current U.S. 
practice. They appear to be a literal translation into I English from a foreign document and are 
replete with grammatical and idiomatic errors. (Form paragraph 7.34.07.) The problems are so 
numerous that the above and following are merely examples: applicants should thoroughly revise all 
the claims to be in accord with us practice. Among the idiomatic errors, mention must be made ot 
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"inorganic benzene", claim 12, last line. What follows can only be a tormula tor some kind ot boron 
nitride. There is no such thing as inorganic benzene in standard US chemical usage ot which the 
examiner is aware. 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers anv new and useful process, machine, manufacture, or composition of matter, or am 
new and useful improvement thereof, may obtain a patent therefor, sub|ect to the conditions and requirements ol 
this title. 

6. Claims 1-3 are rejected under 35 U.S.C. 101 because the claims appear to be duplicates, 
claiming the same invention, due to the duplicate names for the same chemical, nitrous oxide. See 
paragraphs 2 and 4 above. This is a double patenting rejection. 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Othce action: 

A person shall be entitled to a patent unless — 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in 
tliis country, more than one year pnor to the date of application for patent m the t'nited States 

(e) the invention was described in a patent granted on an application for patent by another fded in the b'nited States 
before the invention thereof by the applicant for patent, or on an international application by another who has 
fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention thereof by 
the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) may not apply to the examination of this application if the application being examined was 
not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 122(b). 

8. The following is a quotation ot 35 U.S.C. 103(a) which forms the basis tor all obviousness 
rejections set forth in this Othce action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the pnor art arc such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said sub|ect matter pertains. Patentability shall not be negatived by the manner in which the 

9. Claims 1-16 are rejected under 35 U.S.C. 102(e or b, as appropriate) as anticipated by or, in 



the alternative, under 35 U.S.C. 103(a) as obvious over each of box, Moore et al., and Smith et al. 
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As far as the broad claims can be understood, they appear to be anticipated by these 
references. To the extent appropriate, all claims after claims 3 must be reciting optional ingredients, 
in view of the closed "consisting of scope of chums 1-3. To the extent not taught, variation ot the 
notoriously well known fuel ingredients, if required, would have been obvious to one ot ordinary 
skill in the art. It is well settled that optimizing a result effective variable is well within the expected 
ability of a person or ordinary' skill in the subject art. //; re Boescb, 617 F.2d 272, 205 USPQ 215 
(CCPA 1980), In ;r Aller\ 220 F.2d 454, 105 L'SPQ 233 (CCPA 1955). 

10. It h;ts been held improper, indeed, reversible error, to rely on speculation as to the meaning 
of indefinite claims, and then reject that speculative meaning on prior art. /// re Steele, 305 F.2d 858, 
134 USPQ 292 [CCPA 1962], Ex parte Brummer, 12 USPQ2d 1653 at 1655 [USPTO BOPAI 1989]. 
Thus, the art rejection above is not intended as complete or a full action on the claimed subject 
matter, since the invention is so indefinite. However, it is made to advance prosecution of this case 

1 1. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. To the extent appropriate, applicant should submit a form 1449 filled out with any 
references of record from the international application, together with a copy of the international 
search and/or preliminary examination in the English language, as appropriate. 

12. Any inquiry concerning either this or an earlier communication from the Examiner should 
be directed to Examiner Edward A. Miller at (703) 306-4163. Examiner Miller may normally be 
reached Monday-"! "hursday, from 10 AM to 7 PM. 

If attempts to reach Examiner Miller by telephone are unsuccessful, his superv isor Mr. 
Carone can be reached at (703) 306-4198. The Group fax number is (703) 305-7687. 

If there is no answer, or for any inquiry of a general nature or relating to the application 
status, please call the Group receptionist at (703) 308-1 1 13. 
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